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When the Unified Patent Court (UPC) opens, it will become the second so-called “common court” in the European

Union, after the Benelux Court of Justice. Not strictly EU courts themselves (given that they only serve subsets of

the EU member states), these courts have a recognised position in EU law, and have the ability to refer questions to

the Court of Justice of the European Union. Currently 25 EU member states are expected to join the UPC.

The first 7 years of the UPC’s existence will be a transitional period, and there will be the possibility for this period to

be extended depending on the recommendation of a consultation after the first 5 years. Once the transitional period

has finished, jurisdiction will be fairly straightforward: the UPC will have exclusive jurisdiction over all European

Patents with Unitary Effect (Unitary Patents) and all European bundle patents designating a member state which has

joined the UPC, provided that such bundle patents have not been opted out (see below).

In the transitional period, however, the jurisdiction of the UPC has the potential to be fairly complicated. This paper

explains what will happen.

Opt-Out

In the transitional period, the most important feature for patentees to be aware of is the opt-out process by which a

patentee will be able to opt out a European bundle patent from the UPC’s jurisdiction. Then, only national courts will

be able to hear revocation, infringement, and declaratory applications relating to that patent. Up until the moment

that the patent is litigated, the withdrawal of the opt-out is possible, allowing the UPC to have jurisdiction over the

patent. The opt-out will last for the life of the patent unless withdrawn.

A patent which has already been the subject of UPC proceedings cannot be opted out.

Non-opted out patents

Apart from the complications arising from when a patentee is prevented from opting a patent out/withdrawing an opt-

out (on account of prior UPC/national proceedings respectively), the jurisdictional questions surrounding an opted

out patent are comparatively simple. The real difficulties lie for non-opted out patents.
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During the transitional period, a non-opted out patent is under the concurrent jurisdiction of both the UPC and the

national courts (more explanation is given below). There are benefits and disadvantages to this: on the one hand,

patentees may appreciate the ability to enforce the patent centrally in the UPC; on the other, third parties will

appreciate the ability to try to revoke the patent centrally in the UPC. The consequences of central revocation on a

patentee can be commercially devastating; the consequences of multiple jurisdictional enforcement can be

commercially devastating on third party infringers. Given the scale of the potential risks and benefits involved, it will

be particularly important to know how to exploit the jurisdictional advantages, and avoid the jurisdictional

disadvantages.

Jurisdiction is here governed primarily by the Brussels I Regulation (Regulation 1215/2012, “the Brussels

Regulation”), as amended by Regulation 542/2014. This recast Brussels regulation has replaced Regulation

44/2001, which itself succeeded (for these purposes) the Brussels Convention.

Brussels Regulation

The Brussels Regulation starts from the premise that courts in different member states should not give conflicting

and irreconcilable judgments on the same case, and duplicative litigation and forum shopping should be avoided as

far as possible.

There are certain guiding principles in the Brussels Regulation to promote these aims. First, defendants should

usually be sued where they are domiciled. There are certain reasons when this rule is not followed, for example, if a

contract states otherwise, where there are multiple defendants, or in dispute with certain enumerated subjects, such

as insurance, consumer contracts, or employment.

Current Situation

For the purpose of patent infringement, and leaving aside the UPC and Unitary Patents for the moment, in general,

an alleged infringer of a bundle patent must be sued in the country of his domicile or in a jurisdiction where the

alleged infringement is taking place. If there is more than one jurisdiction in which infringement is alleged to be

taking place, (leaving aside any complications arising from counterclaims), the defendant may be sued in any one of

those jurisdictions, and that jurisdiction may hear all the infringement claims.

Applications for declarations of non-infringement of a bundle patent (where this is available in national law) follow the

same jurisdictional rules: they must be brought in the country of domicile or where the bundle patent is maintained,

and where the action which is the subject of the application for a declaration is taking place. If there is more than one

possible jurisdiction, it is the applicant’s choice of those available.

To revoke a bundle patent, a third party must bring a revocation action in each member state where the patent is

maintained. For example, in order to revoke a European Patent validated and maintained in both Austria and

Sweden, revocation proceedings need to be brought in Austria and Sweden respectively.

This is also true for counterclaims for revocation. Whilst a court can hear an application for infringement covering

actions in more than one member state, if there is a counterclaim for revocation, the court can only hear the part of
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the infringement action and counterclaim which relates to the member state in which the action was brought. By

bringing a counterclaim for revocation of a bundle patent relating to all the jurisdictions in which it is maintained, the

defendant in the infringement action forces the patentee to go to each member state’s courts individually if it wishes

to enforce the bundle patent there.

Adding the UPC and Unitary Patent to the mix

All infringement, revocation, and declarations of non-infringement relating to Unitary Patents will have to be heard in

the UPC: national courts will not have jurisdiction to decide these issues.

Provided there is no opt-out, the UPC will have jurisdiction to hear claims relating to the revocation of bundle

patents, and, unlike the current situation, applicants for revocation will be able to ask the UPC to revoke all patents

designating Member States covered by the UPC’s jurisdiction.

Once there have been proceedings before the national courts relating to a non-opted out patent, it will cease to be

possible to bring proceedings before the UPC; similarly, once there have been proceedings before the UPC relating

to a patent, it will no longer be possible to opt it out.

Ownership and transfer of a Unitary Patent is under the exclusive jurisdiction of the national courts of the patent

applicant’s domicile (if this country is a Member State covered by the Unitary Patent, if not, then German property

law will apply by default).

Parallel proceedings and lis pendens applying to non-opted out patents

The hardest questions under the Brussels Regulation relate to the interpretation of lis pendens, that is, the system

which decides whether two cases before two courts in different Member States are the same case (for the purposes

of the Regulation), and thus whether the court second seised should continue hearing the case, decline jurisdiction,

or stay jurisdiction in favour of the other court(s).

Once the UPC starts hearing cases, this will become particularly important. Suppose there is one case before the

UPC and one before the French courts and that lis pendens applies (see below). If the French court was first seised,

the UPC must decline jurisdiction in favour of it, in accordance with usual Brussels Regulation principles. An added

danger lies, on the other hand, if the UPC was first seised, and the French court must decline jurisdiction in favour of

the UPC. From that point onwards, that patent will not be able to be opted out. This may disappoint some patentees

(and indeed their co-owners or licensees), who may have wanted the patent to have been opted out, but who have

not got around to doing so in time.

Knowing how this jurisdictional system works, and how it must be used to effect the wishes of patentees is thus very

important. It also demonstrates how vital it is for those wishing a patent to be opted out to make their preparations as

soon as possible – now, in fact.
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When will lis pendens apply?

The first question to answer in deciding whether a case will be subject to lis pendens is, “are the cases the same?”

Under the case law of the Court of Justice in Case 144-86 Gubisch Maschinenfabrik v Palumbo (8 December 1987),

this question is a matter of European Union law, not a matter of national law. No appeal to the law of a particular

Member State will determine the question.

The determination of identity of cases is based upon three factors: identity of parties; identity of cause of action; and

identity of subject matter.

Identity of Parties

In the context of patent law, identity of parties is strictly determined: they must be, quite simply, the same. Subsidiary

B of Company A will not be considered one and the same. In the situation where X brings an action against Y in one

jurisdiction, and X brings the same action only against Y and Z in another jurisdiction, the rules on lis pendens will

apply against Y: the proceedings against Z in the second jurisdiction will continue.

One (rare) exception to the strict rule of “identity of parties” ought to be noted, namely if an insurer stands in for an

insured. This is not likely to come up frequently in patent cases.

Is an exclusive licensee the “same party” as the patentee?

Will an exclusive licensee (or a non-exclusive licensee with permission) bringing an action ‘count’ as the same party

as the patent proprietor? For example, if an exclusive licensee sues party X in the UPC, and then the proprietor

brings proceedings against X in Member State B, will the court in Member State B be required to stay the

proceedings?

This question is avoided if the patentee must be added as a party to proceedings brought by an exclusive licensee

(as is the case in some jurisdictions, especially in revocation actions). Joinder of the patentee in proceedings,

however, is not required in all cases by the UPC Agreement. According to the case law, it would seem that an

exclusive licensee is not the “same party”, defined strictly, as the patentee. This question is avoided if the patentee

must be added as a party to proceedings brought by an exclusive licensee (as is the case in some jurisdictions,

especially in revocation actions). Joinder of the patentee in proceedings, however, is not required in all cases by the

UPC Agreement. According to the case law, it would seem that an exclusive licensee is not the “same party”,

defined strictly, as the patentee.

Non-identical parties and Article 30 – Related Actions

If there are identical cases in two different jurisdictions, and the only difference is that in one the a party is the

patentee, and in the other an exclusive licensee, Article 30 of the Brussels Regulation will be relevant. This provides

that where there are “related actions” pending before courts in different Member States, the court second seised

may stay its proceedings pending the first court’s decision in the case. One guide for what a “related action” is to

consider the Brussels Regulation’s aim to avoid courts giving irreconcilable judgments. Clearly there is the possibility

of irreconcilable judgments if a patentee brings a claim against Defendant X in Member State A, and an exclusive
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licensee Y brings a claim against Defendant X in Member State B or the UPC in respect of the same patent. In such

cases, there would have to be very persuasive reasons why there should not be a stay under Article 30.

Identity of Cause of Action

At the heart of the EU case law, causes of action are identical within the meaning of the Brussels Regulation if they

rely on the same facts and underlying law. Thus, a claim for infringement is considered the same as a claim for a

declaration of non-infringement. A claim for revocation is the same as a counterclaim for revocation. A claim for

infringement is not the same as a claim for revocation.

Similar Cause of Action and Article 30

As with the identity of parties, Article 30 is also available to cases involving similar causes of action: thus, whilst not

mandatory, in the (rare) circumstance that one court is first seised of validity, and the second court is seised of

infringement, and there are no counterclaims, the court second seised may stay its proceedings pending the

determination of validity, and vice versa.

Another example of the possible application of Article 30 arises in proceedings which started in Member State A to

determine the ownership of a patent, but there were earlier revocation proceedings instituted in the UPC. It is

probably prudent for Member State A to stay the ownership proceedings pending the revocation action, to ensure

that it does not determine who owns an invalid (non-existent) patent.

Conclusion

In general, if actions in respect of non-opted out patents are brought in two different courts (whether one is the UPC

or both are national courts) and the parties and causes of action are identical, then the second seised will be stayed,

except in the wholly exceptional circumstances when validity and infringement are both being decided (whether by

claim, counterclaim, or declaration) separately. In the usual case, it should be remembered that if the UPC ends up

having jurisdiction because it was the first seised, the patent in suit will never be able to be opted out.

Difficult cases arise if the parties are not identical, or if the causes of action are different but related. The court

second seised may stay the proceedings pending the disposition of the related action in the court first seised. This

will require a consideration of the totality of the circumstances. The most important factor the second court will have

to consider is the Brussels Regulation’s primary aim: avoiding conflicting judgments. Thereafter, promoting swift

litigation at proportionate cost and enhancing overall fairness will be factors which the court should consider.

It is perhaps unfortunate that the UPC will not have jurisdiction to determine everything which comes before it; in this

area, the law of lis pendens will remain subject to the Court of Justice. It is possible that, especially when the UPC

first opens, it may become subject to abusive requests by litigants to refer questions about lis pendens to the Court

of Justice, thereby attempting to delay the litigation. Fortunately, however, because there is now such a substantial

amount of case law from the Court of Justice interpreting the Brussels Regulation and lis pendens in particular,

many potential questions (whether in “run of the mill” circumstances or on the basis of more unusual factual

circumstances) have already been decided. It can be hoped, therefore, that even if litigants do attempt to force a

reference, the UPC will be able to find many issues to be acte clair, and (therefore) do not require a reference.
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